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DEFENDANTS-CROSS APPELLANTS REPLY BRIEF 


ON THE CROSS APPEAL 


The erroneous premises on which plaintiff's cavalier 


response is based requires a brief reply. 


INVALIDATING MATERIAL FACTS WERE WITHHELD 


Plaintiff first asserts, entirely contrary to the express 


findings below (cf F/F 39-47, 49 and 50A; JAX 287-294) that no 


"invalidating material fact(s)" existed while at the same time 


attempting to excuse its failure to disclose as being an "honest 


mistake" the conceaJment of the existence sale and anticipatory 


nature of the demonstrator-prototype, the Westbury brochure and 


the Aqueduct totalisator as well as their material character is 


weyond argument. Such concealment, when viewed in light of the | 
known total lack of conceptual contribution by the uamed patentees 
to the demonstrator-prototype (DAM 19-21; F/* 40 and 49, JAX 268- 
289 and 293-294; See also Op 26, 57-58, 60-61, JAX 64, 95-96, 98- 
99) the peculiar circumstances attendant the preparation 2f the 
application (DAM 40-45) and the abortive attempt to disguise the 
sale of the demonstrator by amendment of the 1961 contract (cf 
DAM 12-16, 18 and 85-86) present a factual context of concealment 
of material facts far in excess of simple negligence. 

Pleintiff's second erroneous premise is a misst: -ement 
of the "exceptional" case determinant under the subheading "A. 
An Attorney Fees Award For Conduct Less Than Fraud Requires Delib- 
erate Misrepresentation To The Patent Office Of A Material Fact." 
This is clearly not the rule. Conduct "short of ‘raud and in ex- 
cess of simple negligence" (Monolith Portland Midwest Co. v. Kaiser 
Aluminum & Chemical Corp., 407 F.2d 288, 294 ‘9th Cir. 1969)) and the 


concealment of prior activities is enough for a declaration that a 


case is exceptional. 


This Court in Timely Products Corp. v. 
Stanley Arron, 523 F.2d 288 (2d Sir. 1975) recognized such con- 
cealment as a basis for an exceptional case determination as fol- 
1 
lows: 
By concealing his knowledge of Costanzo's 
sock, Arron caused the Patent Office to ap- 
praise his contribution from the reference 
' point of an earlier state of the art, and 

thus erroneously to credit him with Costan- 

zo's advance as well as his own. 

The Court in the Timely case also pointed out that the 
patentee "knew all about" earlier work and used it as the point of 
departure for his work. In the instant case, at the very least, 
the patentee, Weida "knew all about" the prototype, its use as a 
demonstrator and the Westbury brochure and used it as the point 
of departure for the latex work. 

Defendmts have carried their burden of proof under con- 


trolling authority and are ertitled to a declaration that this case 


is "exceptional", 


1 - For a recent decision both following and expanding the Mono- 
lith and Timely decisions, see Paeco, Inc. v. Applied Mold- 
ings Inc., 189 USPQ 281 (E.D. Pa 1976). 


STATE OF NEW YORK ) 


ss. 


LOUNTY OF NEW YORK ) 


STEVEN J. KURTU=R being duly sworn, deposes and 

4 says: deponenc is not a part of the action, is over 18 years of 
“" age and resides at 208 West 23 Street, New York, New York. 

On September 28, 1976 deponent served by hand delivery, two 
copy of the attached DEFENDANTSCROSS APPELLANTS REPLY BRIEF 

a. ON THE CROSS APPEAL upon S. C. Yuter, attorney for plaintiff 

in this action, at 605 Third Avenue, New York, New York the 


address designated by said attorney for that purpose. 


Gh Subscribed and sworn to before me 


this 28th day of September, 1976. 


~v MARILYN JEAN HANDS 
Notary Public, State of New You 
No, 03-4503750 
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